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STATUS OF CLAIMS 

No claims have been allowed. Claims 1-8 have been rejected under 35 USC 103(a) 
as obvious in view of various combinations of the references cited. The claims on appeal 
are reproduced in the Claims in Appendix to Appellant's Second Amended Brief on 
Appeal filed June 20, 2007. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



Claims 1-8 have been rejected under 354 USC 103(a) as obvious in view of various 

combinations of the cited references, the Examiner alleging: 

"Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitabayashi (JP 2003-117033) in view of Chandler, III (USPN 
6152832). 

Regarding claim 1-3, Kitabyashi discloses a putter having a putterhead 
having a first mass and defining a top face, bottom face, and striking face which 
defines a horizontal axis and which extends in a substantially vertical plane from 
the bottom face to the top face and extends in a plane parallel to the horizontal axis 
and defining a preferred striking area centrally located on the striking face and a 
shaft having a second mass extending form the top face at an angle of 23.5 degrees 
supporting a grip on the end thereof remote from the putter head. Kitabayashi 
offsets the shaft's mounting position in order to allow left and right-handed players 
to utilize the club head. It is unclear if Kitabayashi discloses the vertical center of 
mass lying within the preferred length of the striking area, though Kitabayashi 
shows the clubhead being symmetric about a vertical axis, having a shaft connected 
and extending between the toe end and midpoint, and having an angle of 23.5 
degrees. Chandler, III discloses a putter having a putter head and a shaft with grip 
wherein the vertical center of mass lies within the preferred length of the striking 
area being that the center of mass of the putter head would naturally occur at the 
center of the putterhead and that the handle of the shaft is substantially aligned 
therewith (See Entire Document). One having ordinary skill in the art would have 
found it obvious to have the vertical center of mass within the preferred striking 
area, as taught by Chandler, III, in order to promote natural pendulum movement of 
the arm. 

Regarding claim 4, Chandler, III shows a marker that identifies the 
midpoint of the putter head (See Figure 1). 

Regarding claim 6, see the above regarding claim 1 . 

Regarding claim 7, Chandler, III also shows a marker on the top face in 
which the marker appears to be aligned with the center of mass of the putter (See 
Figures 1 and 2). 

Claims 5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kitabayashi in view of Chandler, III further in view of Redman. 

Regarding claim 8, Kitabayashi in view of Chandler, III does not disclose 
the marker equally visible from both sides of the shaft. Redman shows the marker 
being equally visible on both side of the shaft. One having ordinary skill in the art 
would have found it obvious to have the marker of Kitabayashi in view of 
Chandler, III to be visible for both sides of the shaft, as taught by Redman, in order 
to align the golf ball with the club head. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Redman in view of Chandler, III (USPN 6152832). 
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Regarding claim 1, Redman discloses a putter having a putterhead having a 
first mass and defining a top face, bottom face, and striking face which defines a 
horizontal axis and which extends in a substantially vertical plane form the bottom 
face to the top face and extends in a plane parallel to the horizontal axis and 
defining a preferred striking area centrally located on the striking face and a shaft 
having a second mass extending from the top face at an angle of 65 degrees (25 
degrees from a vertical axis with respect to the horizontal axis) supporting a grip on 
the end thereof remote from the putter head. Redman offsets the shaft's mounting 
position in order to balance the weight of the club head. It is unclear if Redman 
discloses the vertical center of mass lying within the preferred length of the striking 
area. Chandler, III discloses a putter having a putter head and a shaft with grip 
wherein the vertical center of mass lies within the preferred length of the striking 
area being that the center of mass of the putter head would naturally occur at the 
center of the putterhead and that the handle of the shaft is substantially aligned 
therewith (See Entire Document). One having ordinary skill in the art would have 
found it obvious to have the vertical center of mass within the preferred striking 
area, as taught by Chandler, III, in order to reduce twisting and to promote natural 
pendulum movement of the arm." 
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ARGUMENT 

This Reply Brief is supplemental to Appellant's Second Amended Brief on Appeal 
and addresses only the arguments in the Examiner's Answer with respect to rejections 
which apply to the claims on appeal. Further argument as to the patentability of the 
rejected claims is found in Appellant's Second Amended Brief on Appeal. 
A. The Examiner's interpretation of "extending." 

The Examiner (Answer, par. 8) offers the facetious argument that the term 
"extending" as used in the rejected claims only requires the shaft to move from the 
direction of the top face of the putter head and, in an attempt to show that Chandler shows 
inclined shaft displacement as claimed, cites the abbreviated diagram shown in Fig. 16 of 
Chandler. 

It should first be noted that the rejected claims all require "a shaft extending. . .at an 
angle of from about 8° to about 25° from vertical" while Fig. 16 of Chandler shows only 
the portion of the shaft extending from the putter face at angle. As noted by the Examiner, 
the angle of attachment at the face is not a claim limitation. Instead, the "shaft" (not the 
shaft attachment - the shaft as a whole) must extend at an angle of about 8° to about 25° 
from vertical. As clearly shown in Fig. 3 (see below) and disclosed at Col. 8, lines 42-52, 
Chandler's shaft is "vertically aligned" with the center of mass of the putter head along 
vertical line 26. This vertical alignment is the very essence of Chandler's claimed 
invention and certainly cannot be used to suggest or teach a shaft inclined at any angle. As 
a direct result (and intended consequence) the Chandler putter can only be used in the one- 
handed forward-facing stance as shown in Fig. 2 (see below). 
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FIG. 2 




u 111 



FIG. 3 



B. The rejection and the Examiner's "Response to Argument" fail to provide an 
explanation of the Examiner's fact finding sufficient to support a rejection under 
$103. 

In his Response to Argument (Answer pp. 6-8) the Examiner attempts to 
summarize Appellant's reasoned objections to the Examiner's allegations of obviousness. 
However, the Answer provides no factual analysis of the prior art or explanation of the 
factual basis on which the Examiner bases his claim of obviousness. 



As stated in KSR International Co. v. Teleflex, Inc., 550 U.S. at 



82 USPQ 



2d at 1396, "there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." 
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Instead of conducting a basic factual inquiry as required by Graham v. John Deere 
Co., 383 U.S. 1, 146 S.Ct. 459 (1966), the Examiner merely selects allegedly implied 
conditions from the various structures without disclosing any rationale for his suggested 
combinations. For example, to combine a putter head of Chandler with the inclined shaft 
of Kitabayshi the Examiner states "one would obviously conclude that the center of gravity 
of the putter is within the preferred striking area" (Answer, p. 10). Where is the "rational 
underpinning" for this conclusion? 

In the Examination Guidelines for Determining Obviousness Under 35 U.S.C. 103 
in View of the Supreme Court Decision in KSR International Co. v. Teleflex, Inc., 72 Fed. 
Reg. 57527 (Oct. 10, 2007), the USPTO set forth the following rationales upon which the 
Office may rely to support a legal conclusion of obviousness: 

(A) Combining prior art elements according to known methods to yield predictable 
results; 

(B) Simple substitution of one known element for another to obtain predictable 
results. 

(C) Use of known technique to improve similar devices (methods, or products) in 
the same way; 

(D) Applying a known technique to a known device (method, or product) ready for 
improvement to yield predictable results; 

(E) "Obvious to try" - choosing from a finite number of identified, predictable 
solutions, with a reasonable expectation of success; 

(F) Known work in one field of endeavor may prompt variations of it for use in 
either the same field or a different one based on design incentives or other 
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market forces if the variations would have been predictable to one of ordinary 
skill in the art; 

(G) Some teaching, suggestion, or motivation in the prior art that would have led 
one of ordinary skill to modify the prior art reference or to combine prior art 
reference teachings to arrive at the claimed invention. 
There is no evidence that the Examiner considered or relied on any of these. At best, the 
Examiner merely alleges that Kitabayshi shows a shaft extending from the top face of the 
putter head at an angle deviated from vertical and Chandler shows that yaw can be reduced 
by centering the shaft over the center of mass of the putter head. Nowhere does the 
Examiner present any rationale for his allegations that the vertical shaft of Chandler can be 
replaced by an inclined shaft as shown in Kitabayshi to produce the balanced putter of the 
claimed invention. Instead, the obviousness rejections are based solely on the Examiner's 
unsubstantiated assumptions that inclined but vertically mass balanced shafts could be 
substituted for non-vertically mass balanced shafts because Chandler shows a vertically 
aligned shaft. Without citing some reason why the combination is likely to be obvious or 
why the combination would produce predictable results, the rejection of Claims 1-8 as 
obvious cannot be supported under the rationale of KSR International Co. v. Teleflex, Inc. 

CONCLUSION 

Appellant's Second Amended Brief on Appeal clearly distinguishes the fact issues 
and amply supports Appellant's positions. Since there is no suggestion or motivation to 
combine the references as suggested by the Examiner; since the combination of elements 
relied on by the Examiner fails to perform the same work in the same way as set forth in 
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the claimed invention; since there is nothing in the art cited to suggest the results achieved 
by the invention claimed; and since the Examiner has failed to provide any explanation of 
the combination rejection which would support an obviousness rejection under the 
requirements of KSR International Co. v. Teleflex, Inc., all as set forth hereinabove and in 
Appellant's Second Amended Brief on Appeal herein, it is respectfully submitted that 
Claims 1-8 have been erroneously rejected and the rejections should be reversed. 



Respectfully submitted, 




October 24, 2007 
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